IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAIL AND APPEAL BOARD

Industrias Gane, S.A.de C.V.,

Opposer, : Opposition No.
: Application Serial No. 78/172,024
V. : Mark: SUPER WET and Design
: Date of Publication: July 29, 2003
José Alberto Bailén Méndez,

Applicant.

Commissioner for Trademarks
2900 Crystal Drive A

Arlington, Virginia 22202-3513
04-08-2004

U.5. Patent & TMOfc/TM Mail Rept Dt #39

NOTICE OF OPPOSITION

Opposer, Industrias Gane, S.A. de C.V., a company of Mexico, with offices at
Calzada Gonzalez Gallo No. 2480, Col. El Rosario, Guadalajara, Jalisco, Mexico 44890,
believing that it will be damaged by registration of the mark shown in trademark
application Serial No. 78/172,024, hereby opposes registration of said mark by José
Alberto Bailon Méndez (“Applicant”).

As grounds of opposition, it is alleged that:

1. Opposer owns the trademarks SUPERWET, SUPERWET and Design, and
SUPERWET PLUS and Design (hereinafter sometimes referred to as “Opposer’s
marks”), and has engaged, and is now engaged, in the production, distribution and
sale of, inter alia, hair products bearing Opposer’s marks in interstate commerce,

in commerce between Mexico and the United States, and in Mexico through local
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distributors since well before the filing date of Applicant’s application contested
herein.

Opposer owns registrations for two of its marks in Mexico, Registration No.
388,890 issued December 28, 1990 and Registration No. 697,513 issued Apnl 30,
2001, which are valid and subsisting, copies attached.

Opposer has expended substantial money, time, and effort in advertising,
promoting, and popularizing Opposer’s marks, and preserving the good will
associated therewith. By virtue of these efforts and the excellence of its products,
Opposer’s marks have gained a valuable reputation.

Between March 1999 and July 2001, Applicant acted as a sales agent for Opposer,
selling products bearing Opposer’s marks.

Beginning January 1999, Opposer entered into management and consulting
contracts with Asesores de Jalisco, S.C.P. de R.L., a Mexican company
(hereinafter “Asesores”) that, in relevant part, acknowledged Opposer’s
ownership of Opposer’s marks, and provided that such contracts did not assign,
license, transfer, or entitle Asesores to register, Opposer’s marks, in Mexico or
abroad.

On information and belief, in April 1999, Applicant became employed by
Ases:ofes, and subject to the terms of the contracts between Opposer and Asesores
described in Paragraph 5.

On information and belief, Applicant was aware of Opposer’s sales of products
under Opposer’s marks as a result of both his activities as Opposer’s sales agent,

and his employment with Asesores.
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13.

Applicant was terminated as a sales agent for Opposer in July, 2001.

On October 8, 2002, Applicant filed an intent to use application on the Principal
Register for the mark SUPER WET & Design (hereinafter sometimes referred to
as “Applicant’s alleged mark”™) for “hair products, namely, hair gels, hair spray,
hair mousse and hair lotion,” in Class 3. This application was assigned Serial No.
78/172,024. A TARR copy is attached.

Opposer did not consent to Applicant’s U.S. application for registration of
Applicant’s alleged mark,

In the application to register Applicant’s alleged mark, Applicant submitted a
sworn declaration that he believed he was entitled to registration of the mark
sought to be registered, and that no other party had the right to use such mark in
commerce as to be likely to cause confusion, or cause mistake, or to deceive.

On June 10, 2003, Opposer filed a Section 44(e) application for registration of its
trademark SUPER WET & Design, based on Mexican Trademark Registration
No. 388890. This application was assigned Serial No. 78/260,607. A TARR copy
is attached. In a December 18, 2003 Office Action, the Trademark Examining
Attorney stated that Opposer’s Serial No. 78/260,607 would not be entitled to
registration based on a likelihood of confusion with Applicant’s alleged mark,
should it mature to registration.

On August 19, 2003, Opposer filed a Section 44(e) application for registration of
its trademark SUPER WET PLUS & Design, based on Mexican Trademark
Registration No. 697513. This application was assigned Serial No. 78/289,025. A

TARR copy is attached. In a March 12, 2004 Office Action, the Trademark
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Examining Attorney stated that Opposer’s Senal No. 78/289,025 would not be
entitled to registration based on a likelihood of confusion with Applicant’s alleged
mark, should it mature to registration.

Applicant’s alleged mark is identical to Opposer’s mark that is the subject of
Mexican Registration No. 388890, and that is the subject of Opposer’s pending
U.S. Application Serial No. 78/260,607.

Applicant’s application Serial No. 78/172,024 was published for opposition in the
Official Gazette of July 29, 2003, on page TM 224. Opposer timely sought
successive extensions to oppose registration; the Board thereafier suspended the
opposition period to allow consideration of a late-filed amendment, and on March
8, 2004 the Board resumed proceedings, granting Opposer until Aprii 7, 2004 to
file this Notice of Opposition.

On information and belief, in filing trademark application Serial No. 78/172,024,
Applicant knowingly acted in bad faith with a fraudulent intent and with intent to
deceive the United States Patent and Trademark Office in order to obtain
registration for Applicant’s alleged mark, by falsely alleging in the sworn
declaration that he believed he was entitled to registration of the mark sought to
be registered, and that no other party had the right to use such mark in commerce
as to be likely to cause confusion, or cause mistake, or to deceive.

On information and belief, Applicant knew at the time it was made that the

statement made in the application for registration of Applicant’s alleged mark was

false,
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23.

Application Serial No. 78/172,024 is void ab initio because Applicant was not
entitled to registration of Applicant’s alleged mark at the time that the application
was filed.

Opposer will be damaged by registration of the mark shown in the opposed
application because the PTO Examining Attorney has stated an intention to refuse
registration to Opposer’s marks that are the subject of its pending applications
referenced above, should the mark that is the subject of Applicant’s instant
application mature to registration.

The mark SUPER WET & Design in Application Serial No. 78/172,024 s0
resembles the marks previously used by Opposer in commerce, as to be likely,
when applied to the goods of the Applicant, to cause confusion, to cause mistake,
or to deceive within the meaning of Section 2(d) of the Lanham Act.

Opposer has no control over the nature and quality of Applicant’s products under
the mark it seeks to register, and any dissatisfaction with Applicant’s products by
the affected public would reflect adversely on Opposer, thus damaging Opposer’s
valuable and established good will and reputation.

Registration of Applicant’s alleged mark will impair Opposer’s trademark rights;
such registration will eventually result in the inability of Opposer’s marks to
function as an indication of origin.

Registration of Applicant’s alleged mark would create statutory rights under the
Trademark Act of 1946 in favor of Applicant, and would tend to restrict, interfere
with, and damage Opposer in the unhampered conduct of its business and

protection of its legitimate interests.



A duplicate copy of this Notice of Opposition is enclosed herewith. Please charge
any additional fees, or credit any overpayment to Greenebaum Doll & McDonald PLLC’s
Deposit Account, No. 50-2904, the account of Opposer’s counsel noted below.

Please direct all correspondence to Louis K. Ebling, Esq., at Greenebaum Doll &
McDonald PLLC, 2800 Chemed Center, 255 East Fifth Street, Cincinnati, Ohio 45202-
4728, and all calls to the same at (513) 455-7644.

WHEREFORE, Opposer respectfully requests that this opposition be sustained
and registration of the mark as sought by Applicant be refused.

Respectfully submitted,

> T

Louis K. Bbling, Esg ——————
Marife Nazario-Yordan, Esq.
Attorneys for Applicant
Greenebaum, Doll & McDonald LLL.C
2800 Chemed Center

255 East Fifth Street

Cincinnati, Ohio 45202

{513) 455-7644

(513) 762-7944

lke@gdm.com

Date: AP(‘I'I 2, Z2O00%




CERTIFICATE OF MAILING
EXPRESS MAIL LABEL NO. EV 228704889 US:

I hereby certify that a copy of the foregoing Notice of Opposition is being
deposited with the United States Postal Service as “Express Mail Post Office to
Addressee” service under 37 CFR 1.10, on the date indicated above, in an envelope
addressed to: Commissioner for Trademarks, 2900 Crystal Drive, Arlington, Virginia
22202-3514 this 7" day of April, 2004.

(Print Name)

596052.1
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Latest Status Into Page 1 of 3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2004-04-07 11:41:52 ET
Serial Number: 78172024
Registration Number: (NOT AVAILABLE)

Mark

(words only): SUPER WET

Standard Character claim: No

Current Status: Extension Of Time To Oppose Process - Terminated
Date of Status: 2004-03-08

Filing Date: 2002-10-08

Transformed into a National Application: No

Registration Date: (DATE NOT AVAILABLE)

Register: Principal

Law Office Assigned: LAW OFFICE 112

Attorney Assigned:
MASTERSON ARETHA C Employee Location

Current Location: 845 -TTAB

Date In Location: 2004-03-20

LAST APPLICANT(S)YOWNER(S) OF RECORD

1. Jose Alberto Bailon Mendez
Address:

Jose Alberto Bailon Mendez
Ontario 1438 Esq. Bogota, Colonia ProvidenciaCodigo Postal 44631

http://tarr.uspto.gov/servlet/tarr’re 4/7/04




Latest Status Info Page 2 of 3

Guadalajara, Jalisco

Mexico

Legal Entity Type: Individual
Country of Citizenship: Mexico
Phone Number: 770-671-1755
Fax Number: 770-671-1161

GOODS AND/OR SERVICES

hair gels, hair spray, hair mousse and hair lotion
International Class: 003

First Use Date: (DATE NOT AVAILABLE)

First Use in Commerce Date: (DATE NOT AVAILABLE)

Basis: 1(b)
ADDITIONAL INFORMATION
{NOT AVAILABLE)
MADRID PROTOCOL INFORMATION
(NOT AVAILABLE)

PROSECUTION HISTORY

2004-03-08 - Extension Of Time To Oppose Process - Terminated
2004-02-23 - Email Received

2003-09-27 - TEAS Change of Correspondence Received
2003-09-08 - Extension of time to oppose - Filed

2003-05-22 - PAPER RECEIVED

2003-07-29 - Published for opposition

2003-07-09 - Notice of publication

2003-05-29 - Approved for Pub - Principal Register (Initial exam)
2003-05-22 - Communication received from applicant
2003-03-24 - Non-final action e-mailed

2003-03-15 - Case file assigned to examining attorney

http://tarr.uspto.gov/servlet/tarr?re 4/7/04
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Latest Status Info

Page 3 of 3

CONTACT INFORMATION

Correspondent (Owner)
Jason A. Bernstein (Attorney of record)

Jason A. Bernstein

Powell, Goldstein, Frazer & Murphy LLP
191 Peachtrce St., NE, 16th Floor
Atlanta GA 30303

Phone Number: 404-572-6600

Fax Number: 404-572-6999

Domestic Representative
Jason A. Bernstein

Phone Number: 770-671-1755
Fax Number: 770-671-1161

http://tarr.uspto.gov/servlet/tarr?re

4/7/04
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Latest Status Info Page 1 of 3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2004-04-07 11:41:37 ET
Serial Number: 78260607
Registration Number: (NOT AVAILABLE)

Mark

(words only): SUPER WET
Standard Character claim: No

Current Status: A non-final action has been mailed. This is a letter from the examining attorney

requesting additional information and/or making an initial refusal. However, no final determination as to

the registrability of the mark has been made.
Date of Status: 2003-12-18

Filing Date: 2003-06-10

Fransformed into a National Application: No
Registration Date: (DATE NOT AVAILABLE)
Register: Principal

Law Office Assigned: LAW OFFICE 108

Attorney Assigned:
COFIELD JULIA HARDY Employee Location

Current Location: L8D -TMEG Law Office 108 - Docket Clerk

Date In Location: 2003-12-23

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Industrias Gane, S.A. de C.V.

Address:

http://tarr.uspto.gov/servlet/tarr?re

4/7/04
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Latest Status Info Page 2 of 3

Industrias Gane, S.A. de C.V.

Calzada Gonzalez Gallo No. 2480, Col. El Rosario
Guadalajara 44890

Mexico

Legal Entity Type: Corporation

State or Country of Incorporation: Mexico

GOODS AND/OR SERVICES

Hair gels, hair sprays, hair mousse and hair lotions
International Class: 003

First Use Date: (DATE NOT AVAILABLE)

First Use in Commerce Date: (DATE NOT AVAILABLE)

Basis: 44(c)

ADDITIONAL INFORMATION

Foreign Registration Number: 388890
Foreign Registration Date: 1990-12-28
Country: Mexico

Foreign Expiration Date: 2010-12-28

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

2003-12-18 - Non-final action ¢-mailed

2003-12-18 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
Louis K. Ebling (Attorney of record)

Louis K. Ebling

Greenebaum Doll & McDonald PLLC
2800 Chemed Center

255 East Fifth Street

Cincinnati, OH 45202-4728

Phone Number: 513.455.7644

Fax Number: 513.762.7944

Domestic Representative

http://tarr.uspto.gov/servlet/tarr?re 4/7/04



Latest Status Info Page 3 of 3

Louis K. Ebling
Phone Number: 513.455.7644
Fax Number: 513.762.7944

http://tarr.uspto.gov/serviet/tarr?re 4/7/04
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i.atest Status Info Page 1 of 3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2004-04-07 11:42:01 ET
Serial Number: 78289025
Registration Number: (NOT AVAILABLE)

Mark

(words only): SUPER WET GEL FIJA PELO PLUS MAXIMA FIJACION

Standard Character claim: No

Current Status: A non-final action has been mailed. This is a letter from the examining attorey
requesting additional information and/or making an initial refusal. However, no final determination as to
the registrability of the mark has been made.

Date of Status: 2004-03-12

Filing Date: 2003-08-19

Transformed into a National Application: No

Registration Date: (DATE NOT AVAILABLE)

Register: Principal

Law Office Assigned: LAW OFFICE 111

Attorney Assigned:
BELLO ZACHARY R Employee Location

Current Location: M2D -TMO Law Office 111 - Docket Clerk

Date In L.ocation; 2004-03-15

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Industrias Gane, S.A. de C.V.

Address:

http://tarr.uspto.gov/servlet/tarr?re 4/7/04
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Latest Status Info Page 2 of 3

Industrias Gane, S.A. de C.V.

Calzada Gonzalez Gallo No. 2480 Col. ElRosario
Guadalajara 44890

Mexico

Legal Entity Type: Corporation

State or Country of Incorporation: Mexico

GOODS AND/OR SERVICES

Hair gels, hair sprays, hair mousse and hair lotions
International Class: 003

First Use Date: (DATE NOT AVAILABLE)

First Use in Commerce Date: (DATE NOT AVAILABLE)

Basis: 44(e)

ADDITIONAL INFORMATION

Foreign Registration Number: 697513
Foreign Registration Date: 2001-04-30
Country: Mexico

Foreign Expiration Date: 2010-11-29

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

2004-03-12 - Non-final action e-mailed

2004-03-06 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
Louis K Ebling (Attorney of record)

Louis K Ebling

GREENEBAUM DOLL & MCDONALD PLLC
2800 Chemed Center

255 East Fifth Street

Cincinnati, OH 45202-4728

Phone Number: 513.455.7644

Fax Number: 513.762.7944

Domestic Representative

http://tarr.uspto.gov/servlet/tarr?re 4/7/04
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Louis K. Ebling
Phone Number: 513.455.7644
Fax Number: 513.762.7944

http://tarr.uspto.gov/servlet/tarr?re 4/7/04
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Con fundamanto en al Artictio 6° Inciso
g) del Acuerdo que delega Facultades
en los Directores Generalas Adjunios,
Coordinador, {irattores Divisionales,
Titulares de las Oficinas Regionales,
Subdirectoras Divisionales, Coordi-
nadores Deparamentales y otros
subalternos dal INSTITUTO
MEXICANDO OE LA PROPIEDAD
INDUSTRIAL, Publicado en el Diario
Oficial da la Fegsrscidn el 15 de
dicigmbre Je 1999, ei C. Coordinador
Departamental da! Acchivo de Marcas

LIC. JULIC PACHECO LANNOY - - — - -

—————— -CERTIF I(‘A QUE: s
La presente cf fotostatica
compuesta de.( ) fojas Gtiles, fue
tomada del oocumento que obra en:

MR. 697513 (SEISCIENTOS NOVENTA Y SIETE

MIL QUINIENTOS TRECE)
Y se extiends a pebcbn del (a) G,
ROBERT YOUNG M.

México, D.F. a 18 de febrero del 2003.
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Propiedad
dela Ind‘t'lstrlal
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Industrias Gane, S.A. de C.V.,

Opposer, : Opposition No.
: Application Serial No. 78/172,024
v. : Mark: SUPER WET and Design
: Date of Publication: July 29, 2003
José Alberto Bailon Méndez,

Applicant.

Commissioner for Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3513

NOTICE OF OPPOSITION

Opposer, Industrias Gane, S.A. de C.V., a company of Mexico, with offices at
Calzada Gonzalez Gallo No. 2480, Col. El Rosario, Guadalajara, Jalisco, Mexico 44890,
believing that it will be damaged by registration of the mark shown in trademark
application Serial No. 78/172,024, hereby opposes registration of said mark by José
Alberto Bailon Méndez (“Applicant”™).

As grounds of opposition, it is alleged that;

1. Opposer owns the trademarks SUPERWET, SUPERWET and Design, and
SUPERWET PLUS and Design (hereinafier sometimes referred to as “Opposer’s
marks”), and has engaged, and is now engaged, in the production, distribution and
sale of, inter alia, hair products bearing Opposer’s marks in interstate commerce,

in commerce between Mexico and the United States, and in Mexico through local
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GREENEBAUM
GREENEBAUM N DOLL & McDONALD puic

Louis K. Ebling f 7/

Direct {513} 455-7644 Fax {513) 762-7944 E-mail lke@gdm.com /
April 7, 2004

Commissioner for Trademarks

2900 Crystal Drive
Arlington, Virginia 22202-3513

Re:  Apphcant : Jose Alberto Mendez
Trademark : SUPER WET & Design
Class : 3
Serial No. : 78/172,024
Filing Date : October 8, 2002
Publication Date: : July 29, 2003
Opposer : Industrias Gane, S.A. de C.V.

Dear Commissioner:
We enclose:

- Notice of Opposition (original and duplicate copy)
-Check in the amount of $300.00 to cover the filing fee.

In the event the enclosed check is unacceptable and/or insufficient to cover the required fee, or
omitted, the Commissioner is hereby authorized to charge our Deposit Account No. 50-2904.

Respectfully submitted,
GREENEBAUM DOLL & MCDONALD PLLC

el

Louis K. Ebling N |
T

LKE/jks

04-08-2004
Enclosures U.s. Patent & TMOTGTTM Mall Rep1 Dt #39
CIN:595897 .1

Greenebaum Doll & McDonald pLic 2800 Chemed Center, 255 East Fifth Street, Cincinnati, Ohio 45202-4728
Main 513/455-7600 Main Fax 513/455-8500 www.greensbaum.com
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